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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe examner's rejection of clains 1-12, which constitute

! Application for patent filed June 3, 1993.
1
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all the clains in the application. Amendnents after fina
rejection were filed on July 7, 1994 and August 2, 1994. Both
of these anmendnents were entered by the exam ner. These
anendnents resulted in the withdrawal of rejections nade under
35 U S.C
8 112 in the final rejection [advisory action, Paper #8].
The di scl osed invention pertains to a control system
having a plurality of distributed input/output interface
nodul es. Specifically, information is provided to a plurality
of i nput/output devices by way of a host interface connected
to a plurality of secondary interfaces. The host interface
and each secondary interface has a hardware controll ed
mul ti node interface (HCM). An address counter in each
secondary HCM directly controls activation of that HCM.
Representative claim1l is reproduced as foll ows:

1. In a control systemhaving a plurality of distributed
i nput/out put interface nodul es, conprising

a central processing unit (CPU) for controlling
information to and froma plurality of input/output devices,

a host interface having a host hardware controll ed
mul tinode interface (HCM);
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a plurality of secondary hardware interfaces each having
a secondary HCM ;

data and control transm ssion |line nmeans paralle
connected to each of said HCM s;

said CPU having neans for transmtting and receiving data
and control bytes of information enployed to control said
plurality of input/output devices;

said bytes of information conprising a data byte, an
error byte and an address/comand byte which defines the
absence or presence of another data byte as well as the
address of the input/output device being addressed, and

a HCM address counter in each said secondary HCM which
defines the uni que address of the secondary HCM w th which
the host HCM is to communi cate, whereby

said bytes of information comrunicated to or fromsaid
CPU and an i nput/output device are active when the address
counter activates a unique secondary HCM .

The exam ner relies on the follow ng reference:

Ketel hut et al. (Ketel hut) 4,764, 868 Aug. 16, 1988

Clains 1-12 stand rejected under 35 U . S.C. § 103. As
evi dence of obviousness the exam ner offers Ketel hut taken
al one.

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answer for

the respective details thereof.
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OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunments set forth in the briefs along with the exam ner's
rationale in support of the rejection and argunments in
rebuttal set forth in the exam ner's answer

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-12. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is

I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,
837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.
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1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art
as a whole or know edge generally available to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-WIey

Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);: ACS

Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
the exam ner are an essential part of conplying with the

burden of presenting a prima facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Gr. 1992).
Wth respect to i ndependent clainms 1 and 11, the
exam ner basically finds that Ketel hut discloses all the

features of these clains except for the address counter in
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each of the secondary hardware interfaces. The exam ner
general ly concl udes that the claimed address counter woul d
have been obvious in view of Ketel hut because such el enents
are well known and common in the art and such el enments woul d
make Ketel hut’s system nore efficient and flexible [answer,
pages 5-6]. Appellant argues that Ketel hut does not teach the
hardware controlled nmultinode interfaces as recited in clains
1 and 11. Appellant also argues that Ketel hut does not teach
or suggest the bytes of information as recited in claim1l.
Finally, appellant argues that the address counter as recited
in independent clainms 1 and 11 is neither taught nor suggested
by Ket el hut.

At the outset we observe that Ketel hut is basically
exenplary of the type of distributed input/output controller
whi ch appel | ant describes as the prior art. |In particular,
Ket el hut uses a programed central processing unit (software)
for the host interface [el ement 20] and for each of the
secondary interfaces [elenment 36]. Although any centra
processing unit is a conbination of hardware and software

conmponents, it is clear fromappellant’s description of the
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i nvention that a programred conputer woul d not be considered
to be a “hardware controlled nultinode interface” as that term
is used by appellant.

The interfaces recited in clains 1 and 11 woul d
correspond to the connections between conputer 20 and
conputers 36 in Ketelhut. Ketel hut does not descri be how
these two conputers are interconnected except to note that the
connection is by way of an interface port. No description of
this interface port is offered in Ketel hut. Although Ketel hut
does di scl ose hardware conponents as form ng part of each of
the I/O points within each nodule, this hardware woul d not
meet the limtations of the interfaces recited in these
cl ai ns.

Caim1l recites that the bytes of information conprise
“a data byte, an error byte and an address/conmand byte which
defines the absence or presence of another data byte as well
as the address of the input/output device being addressed.”
The exam ner argues that conmmuni cations in Ketel hut are
i nherently by way of bytes of information. Although it is

probably correct that conmuni cations in Ketel hut use
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successive bytes of information, claim1l requires nore than
this. Caim1l recites that the bytes of data nust indicate a
specific relationship of the bytes of data as well as the
address of the input/output device being addressed. This
relationship is best illustrated by Figures 6A and 6B of the
application. Even if Ketelhut is presuned to transmt
information in the formof bytes, there is no suggestion

what soever that these bytes would be arranged to convey
information in the formand manner specifically recited in
claim 1.

Clains 1 and 11 recite that the address counter in
each secondary HCM defines the unique address which is used
to activate the associ ated secondary HCM . Al t hough the
various |/O nodul es in Ketel hut nust be addressable, the
addressing of these nodules is clearly contained within the
m croprocessors 36 rather that in an address counter as
claimed. There is also no address counter in the I/O points
of Ketel hut because the m croprocessor 36 is shown connected
to each 1/ O point by separate, dedicated |ines [see Figure 3].

Al t hough the exam ner has asserted that such address counters
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woul d have been obvious to the artisan, the present record
does not support the use of address counters in the specific
manner recited in the clains.

As we noted above, Ketelhut is really typical of what
appel | ant has descri bed as the background of the invention.
Al t hough Ketelhut will control a plurality of input/output
devi ces just as appellant’s invention controls a plurality of
I nput/ out put devices, appellant’s result is achieved by a
conbi nation of structure which is different fromthe structure
di scl osed by Ketelhut. W are not in a position to say
whet her there is factual evidence avail able which m ght
suggest the obviousness of the structure as clained by
appel lant. What we can say is that the only evidence of
record in this case does not teach or suggest the structure as
recited in appellant’s clains.

In summary, the structure as specifically recited in
i ndependent clains 1 and 11 is not taught or suggested by the
di stri buted input/output systemof Ketelhut. Therefore, we do

not sustain the rejection of clains 1 and 11 or of clains 2-10
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and 12 which depend therefrom The decision of the exam ner

rejecting clains 1-12 is reversed.

REVERSED
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